contributed by using the word "incontestable" twice 9 but failing to define it. In this article, certain important terms are used only in specified ways. The phrase "incontestability provisions" refers to sections 14(c), 15, and 33(b) of the Lanham Act; 10 "incontestable" and "incontestability" refer to the unchallengeability of substantive rights to use a trademark;" and "noncancellable" and "noncancellability" mean the unchallengeability of a trademark's registration.
I. TRADEMARKS AT COMMON LAW
The common law of trademarks asserts that property rights can exist only in a "distinctive" mark' 2 -one having an associative significance in the minds of buyers whereby they understand that all goods bearing it are connected in some way with a single source.' 3 It is irrelevant whether the mark is registered or unregistered ' 4 and whether it is claimed to have been distinctive from the outset or is an originally nondistinctive mark which through use has arguably become distinctive by acquiring "secondary meaning."' 5 The right to monopolize a trademark can always be chal-No systematic evaluation of incontestability is possible until the foundations of this common law "distinctiveness criterion," which incontestability drastically alters, have been critically examined. Such an examination has seldom been undertaken," 8 in part because the rule itself has never been seriously challenged." 9 It has sometimes been explained on the ground that descriptive it, requiring the buyer to exercise some imagination in order to understand the nature of the goods; and fanciful or arbitrary if it is a coined word, or part of the ordinary language, respectively, and in either case bears no relationship to the goods involved. Id. The purpose of this classification is to decide whether proof of secondary meaning is required: such proof is unnecessary if the mark is classified as fanciful, arbitrary, or suggestive, since such marks are presumed irrebuttably to be "inherently distinctive" and therefore automatically protectable; proof is necessary if the mark is initially classified as descriptive and therefore protectable only upon such proof; and proof is irrelevant if the mark is classified as generic, since generic marks are unprotectable even if they have acquired "de facto" secondary meaning. Id.; see 1 J. THOMAS MCCARTHY, supra note 6, § § 12:15, 15:1, at 562-65, 656-57. Property rights can therefore exist only in a mark that is either inherently distinctive or was initially nondistinctive (though not generic) but acquired secondary meaning. In the Act, a generic mark is referred to as the "common descriptive name of an article or substance." Lanham Act, § § 14(c), 15(4), 15 U.S.C. § § 1064(c), 1065(4) (1985) . 16 See Kellogg Co. v. National Biscuit Co., 305 U.S. 111, 119 (1938) . The possible challenges to the distinctiveness of a registered mark are discussed infra at note 114 and accompanying text.
17 Attempts at qualification have usually taken the form of protecting a mark that is currently descriptive. Thus, it is sometimes argued that "incipient secondary meaning" should be recognized, and a mark should be protected if its user is trying to make it distinctive but has not yet succeeded. See Handler & Pickett, Trade Marks and Trade Names: An Analysis and Synthesis (part II), 30 COLUM. L. REV. 759 (1930) . This "doctrine" has been criticized as unclear and unnecessary, and has never actually been applied. See Scagnelli, Dawn of a New Doctrine: Trademark Protection for Incipient Secondary Meaning, 71 TRADE-MARK REP. 527 (1981 935 (1962) . The former article, which deals with the narrower problem of the monopolization of generic terms, does not amount to such an examination, for it does not explain why distinctiveness is required even for descriptive terms that are not generic..It therefore fails to provide a basis for the evaluation of incontestability, for the very change brought about by this doctrine is that it permits the monopolization of such terms. See supra note 7 and accompanying text. In relation to its specific purpose, however, it makes use of the economic analysis of information, which is the basis of the argument developed in the present article. See infra notes 35-59 and accompanying text.
19 Such challenges as have been made, and their general lack of success, are discussed supra note 17.
[53:953 marks are part of the common stock of language, and so belong irrevocably in the public domain. 2 0 But this is a conclusion, not a reason, and in any event fails to explain why in some circumstances ordinary language may unquestionably be so withdrawn. 2 1 More cogently, it has been argued that descriptive marks are placed in the public domain to keep them freely available for use by all producers of the goods that they describe. 22 This is undoubtedly true, but does not explain why they must always remain in the public domain, even when the interests of competitors in being able to use descriptive marks has arguably been overborne by the countervailing interests of long-standing users in continuing to have exclusive use of them. Therefore, a proper appreciation of the common law rule requires the identification of the nature of a competitor's interest in using a descriptive mark and an assessment of its strength; both of these depend, it is suggested, upon the informative role of trademarks.
A. Trademarks as Information 1. Information v. Persuasion. Trademarks convey information about the goods to which they are applied-their characteristics, 23 for example, or their source 2 4 -with the object of causing consumers to increase their purchases of those goods. This widely accepted proposition is regarded as so obvious as to be uninteresting, so that the nature and extent of the information conveyed are rarely investigated. Attention tends instead to focus upon trademarks' more controversial role, that of persuasion, 25 20 See, e.g., Charcoal Steak House of Charlotte, Inc. v. Staley, 263 N.C. 199, 201, 139 S.E.2d 185, 187 (1964) ; Farm Serv., Inc. v. United States Steel Corp., 90 Idaho 570, 589, 414 P.2d 898, 908 (1966) (featuring photographs of pickup trucks and billboards bearing the words in question).
"! For example, when it acquires distinctiveness. See supra note 15 and accompanying text.
22 See Estate of P.D. Beckwith, Inc. v. Commissioner of Patents, 252 U.S. 538, 543-44 (1920) . 23 See Roux Laboratories, Inc. v. Clairol, Inc., 427 F.2d 823, 826 (C.C.P.A. 1970) (concerning the slogan "Hair Color So Natural Only Her Hairdresser Knows For Sure"). 24 A mark that provides information about source is said to be "distinctive," and is the only kind of mark that can be protected at common law. See supra notes 12-13 and accompanying text. The nature of information about source, and the fact that it is an indirect way of providing information about product characteristics is explained infra at notes 35-44 and accompanying text. 25 It is true that the informative role of trademarks has frequently been lauded and made the basis of pleas for enhanced trademark protection. See Pattishall, Trade-Marks and the Monopoly Phobia, 50 MICH. L. REv. 967, 979 (1952) ; Rogers, The Lanham Act and the Social Functions of Trade-Marks, 14 LAw & CoNT'EM. PROBS. 173, 176-77, 180 (1949) .
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The University of Chicago Law Review [53:953 which they are said to perform by encapsulating advertising messages which alter consumers' tastes and cause them to buy more of the advertised goods. 26 It tends then to be urged that trademark law should be comprehensively reoriented, either to recognize explicitly the persuasive function's legitimacy and so enhance the legal protection of trademarks, 27 or to narrow the protection on the ground that persuasion undesirably strengthens irrational brand preferences and gives trademark owners monopoly power. 28 These arguments as to appropriate trademark policy, although rooted in economic theories that developed a half-century or more ago, continue unabated to this day, making their influence felt in academic circles and judicial opinions alike. 29 This article takes no position on either the reality or the legitimacy of the persuasive function. The reason for this neutrality is that, since virtually nothing is known about how consumers' tastes are formed, 30 it is impossible to determine whether an advertise- (1942) , which contains Justice Frankfurter's celebrated statement:
The protection of trade-marks is the law's recognition of the psychological function of symbols. If it is true that we live by symbols, it is no less true that we purchase goods by them. A trade-mark is a merchandising short-cut which induces a purchaser to select what he wants, or what he has been led to believe he wants. The owner of a mark exploits this human propensity by making every effort to impregnate the atmosphere of the market with the drawing power of a congenial symbol. Whatever the means employed, the aim is the same-to convey through the mark, in the minds of potential customers, the desirability of the commodity upon which it appears. Once this is attained, the trade-mark owner has something of value. If another poaches upon the commercial magnetism of the symbol he has created, the owner can obtain legal redress. Id. at 205. For a recent and decidedly doom-laden account of the sinister, manipulative tendencies of advertising, see STUART EWEN, CAPTAINS OF CONSCIOUSNESS 81-102 (1976 ment employing trademarks affects these tastes and, if so, the nature and direction of that effect. 3 1 This impossibility thwarts any attempt to explain trademark use which incorporates the proposition that trademarks may persuade consumers (i.e., alter their tastes) instead of, or as well as, informing them: any aspect of behavior that is inexplicable under other elements in the theory is ascribed to the persuasive effects of trademarks. Since this ascription can neither be confirmed nor falsified, the explanation becomes a mere tautology. Concentration upon trademarks' informative role, on the other hand, avoids these difficulties and enables the formulation of a theory with genuine explanatory power, 3 2 whose limits are more readily discernible. Attention will therefore be directed to a trademark's informational content, and to the methods by which this information is conveyed. Such an examination will reveal that the informational role of trademarks is more extensive and complex than is generally realized, and will shed light upon the special importance of descriptive marks. 2. Informative Capacity of Trademarks. It is easy to see, at least in part, how any trademark provides information: it often tells buyers about product characteristics, such as the category to which the goods belong, their function, their mode of operation or use, their ingredients or qualities, and their effects. 33 Less obvious is the notion that the manner in which a trademark conveys information is also significant, and has an important bearing upon the content of the information. In order to understand this, it is necessary to consider the difference between the two possible modes of information transfer: direct and indirect. 3 4 A trademark conveys information directly by virtue of its natural meaning or descriptiveness, and indirectly by enabling buyers to link the labeled goods with a stock of information associated with the mark as a result of how it has been used. To illustrate, while "Prego Plus Veal & Mushroom" provides direct information about the ingredients of the spaghetti sauce to which it is applied, "Kodak" provides no direct information about the cameras on which it appears, for it is a coined word having no natural mean-31 See Coase, Advertising and Free Speech, 6 J. LEGAL STUD. 1, 9-13 (1977) .
See Nelson, The Economic Value of Advertising, supra note 30, at 44-46. See supra note 15 (discussing generic and descriptive marks). Examples include the mark "Easy Load" for cassette tape recorders (In re Sony Corp., 176 U.S.P.Q. (BNA) 61 (T.T.A.B. 1972)), and the mark "Continuous Progress" for a packaged educational program (Educational Dev. Corp. v. Economy Co., 562 F.2d 26 (10th Cir. 1977) ).
1, A distinction similar to the one made in the text is made by Nelson, The Economic Value of Advertising, supra note 30, at 49-52.
The University of Chicago Law Review ing. "Kodak" does, however, provide a considerable body of indirect information: many buyers have learned, through consumption or otherwise, to associate "Kodak" with certain quality and performance characteristics of cameras, and they link this body of knowledge with all cameras bearing that mark."
In general, the direct information conveyed by a trademark is relatively precise, while the indirect information, being inferential, is relatively indefinite. But this might not be so, for the mark's natural meaning may convey no more than the barest suggestion 36 about the characteristics of the trademarked goods (as with the mark "Caress" for soap or "Enhance" for shampoo), and a coined mark may be associated with a body of information specific enough to support definite inferences. For example, buyers to whom "Kodak" signifies cameras having certain well-defined characteristics and coming from one manufacturing source 37 can confidently make relatively detailed predictions about some of the features of any camera bearing that mark. If this body of associated information were to become less specific, however (as it would if "Kodak" were also associated with products unrelated to photography), or if buyers could no longer legitimately make confident inferences from it (as would be the case if "Kodak," though employed only on cameras, were used by many manufacturers), the quality of the indirect information provided by the mark would deteriorate. 38 The direct and indirect modes of conveying product information are not mutually exclusive: a highly descriptive mark can become so associated with a particular product from a particular source that it will begin conveying indirect as well as direct information to buyers. 3 The converse is less likely, for an invented 35 One camera bearing the mark "Kodak," for instance, can be expected to be virtually identical with every other camera (of the same model) with that mark, and at least substantially similar to Kodak cameras of different models.
36 This may cause such a mark to be classified as "suggestive," rather than "descriptive." See supra note 15 (discussing these categories).
37
See supra note 13 and accompanying text. " Thus, each of the two kinds of information conveyed by a trademark may vary in its specificity from very precise to very imprecise.
3 The two kinds of information may be conveyed to different groups of buyers, so that some may associate the mark only with a source and others may treat it as only descriptive. To some buyers the mark may have both meanings, and they may constitute a small or large proportion of the total purchasing "universe." See Anti-Monopoly, Inc. v. General Mills Fun Group, Inc., 684 F.2d 1316 , 1321 (9th Cir. 1982 Bayer Co. v. United Drug Co., 272 F. 505, 510 (S.D.N.Y. 1921) . The situation in which the two kinds of information are conveyed to distinct groups of buyers has been termed "discontinuous hybridness," and that in which both kinds are conveyed to the same group of buyers has been termed "simultaneous hybridness." See Folsom & Teply, supra note 18, at 1339-40. See generally Swann, The [53:953 word has no natural meaning; yet even a coined word, as a result of how the public uses it, may occasionally be absorbed into the ordinary language and acquire a "natural" meaning that it originally lacked-a process of which the word "aspirin" provides a celebrated example. 0 Notwithstanding these possibilities, however, a particular mark's capacities to convey direct and indirect information are inversely related to each other. The greater a mark's natural descriptiveness, the less likely it is that buyers will be able to associate it with only a small range of products coming from a single source, and consequently with a precise body of information from which strong inferences can be drawn, and vice versa., 1 It is true that a seller can influence these capacities in some degree. For example, it can enhance a highly descriptive mark's capacity to convey indirect information by adding a distinguishing feature to it' 2 or by procuring a legal restriction upon the rights of others to use it.' 3 But these techniques have limited scope, especially in relation to coined marks, whose acquisition of "natural" meaning, and thus of a capacity to convey direct information, depends primarily upon public use. 4 4 In large measure, therefore, the informative capacities of marks must be treated as a given.
The analysis presented above of the informative role of trademarks permits a clearer understanding of the concepts of "distinctiveness" and "secondary meaning," and makes possible a restatement of the common law distinctiveness criterion. Conventionally, a mark is said to be distinctive if buyers make an association which leads them to believe that all goods bearing the mark are connected in a source-related way. It should now be apparent that this 357 (1979) .
40 When this happens, such a word becomes a generic term. See Bayer Co., 272 F. at 512; supra note 15 (discussing generic marks). 4 On the so-called "spectrum of distinctiveness," therefore, which extends from generic marks at one extreme to arbitrary or fanciful marks at the other, a mark's capacity to convey direct information decreases, and to convey indirect information increases, as it becomes more distinctive. See 1 J. THOMAS MCCARTHY, supra note 6, § 11:1, at 433-34; supra note 15. 41 One example, in Park 'N Fly, is the respondent's use of the word "Dollar" as a distinguishing feature.
13 For example, incontestability, by permitting the acquisition of exclusive rights in a registered descriptive mark, enhances such a mark's capacity ultimately to become distinctive and so convey indirect information. 4 This is the reason for regarding such a mark as fanciful or arbitrary, and treating it as "inherently distinctive," i.e., as having so high a capacity for becoming distinctive as to dispense with the need for proof of distinctiveness. See 1 J. THOMAS MCCARTHY, supra note 6, § 11:2, at 435-36; supra note 15.
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The University of Chicago Law Review is the same as saying that the mark must be functioning in the marketplace to convey indirect information either exclusively or together with direct information; 45 and that the distinctiveness criterion makes such functioning the essential condition of property rights in a trademark. No monopoly is possible of a mark that neither possessed a high capacity to convey indirect information at the outset, nor was used in such a way as to become an effective transmitter of such information, despite its limited potential in this respect.
3. A Theory of Trademark Choice. The preceding discussion of the informative capacity of trademarks was largely definitional, and shed no light on behavior concerning trademarks. It demonstrated how marks convey information, and the informational implications of choosing particular kinds of marks, but did not explain which marks sellers will choose or why. In this section, the process of trademark choice in the light of informational considerations will be explored in detail.
At the threshold of these considerations is cost. A mark's capacity to convey direct information can be realized quickly and cheaply, simply by exploiting its natural meaning; its capacity to convey information indirectly, on the other hand, cannot be realized until the seller invests time and resources in achieving buyer recognition. Even a highly distinctive mark with great inherent capacity for conveying indirect information, used only by one seller on one product, does not convey anything until, through use and advertisement, buyers have learned to associate it with that source and that product. 4 6 Therefore, a seller who chooses a relatively descriptive mark can instantly convey a certain amount of (direct) information "free," whereas one who chooses a relatively distinctive mark starts with a smaller bonus and may ultimately incur considerable expense to convey some (indirect) information. This creates an incentive for sellers and advertisers to choose descriptive marks that has frequently been remarked, but perhaps inadequately understood. 47 45 See supra note 39 and accompanying text. 46 Thus, it is sometimes said that even a fanciful, inherently distinctive mark does not acquire "strength" in the marketplace until it acquires customer recognition. 1 J. THOMAS McCARTHY, supra note 6, § 11:1, at 434. 47 See, e.g., Franklin Knitting Mills, Inc. v. Fashionit Sweater Mills, Inc., 297 F. 247, 248 (S.D.N.Y. 1923 ), aff'd, 4 F.2d 1018 (2d Cir. 1925 [53:953
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One might conclude from this that sellers always prefer descriptive marks to distinctive ones. But this is not so, for against the ease and lack of expense with which a descriptive mark conveys direct information must be balanced the difficulty and expense entailed in conveying indirect information. The way in which a particular seller will strike the balance, and therefore the kind of mark it will choose, will depend upon the relative values to it of conveying direct and indirect information.
a. The analysis of characteristics. The basic behavioral proposition underlying this analysis of mark choice is that sellers convey the information that buyers demand," and buyers demand the most reliable information available. e Each product comprises a bundle of individual characteristics, and buyers seek the best information available about each characteristic." As to some characteristics, this may be direct, descriptive information, but as to others, buyers may judge such information unreliable and desire instead to be indirectly informed. For example, they may prefer to know that the product having the characteristic in question comes from a source they have learned to know and trust through a particular trademark. In general, buyers find direct information reliable only when they can independently verify its truth. Ease of verification varies greatly from one characteristic to another and depends, other things being equal, upon two factors: the type of characteristic and the specificity of the best information communicable about it.
Economists customarily classify product characteristics into three categories: "search," "experience," and "credence."' A search characteristic is one (such as size, shape, or appearance) that buyers can inspect virtually costlessly before purchasing the product, so that verification of information concerning it is easy. At the other extreme, verification is almost impossible in the case " See Nelson, The Economic Value of Advertising, supra note 30, at 48-50. " For example, a candy bar may be viewed as a bundle of characteristics including size, shape, taste, nut content, and nutritional value; an automobile may be viewed as a bundle including size, appearance, comfort, power, gasoline consumption, and repair frequency. Each may, of course, have other characteristics as well. The technique of viewing a product as a bundle of characteristics derives from Lancaster, A New Approach to Consumer Theory, 74 J. POL. ECON. 132, 133 (1966) .
81 This proposition, as well as the analysis in the rest of this section, relies heavily upon the influential analysis of advertising by Philip Nelson. In addition to the two articles cited supra note 30, see Advertising as 
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The University of Chicago Law Review of a credence characteristic, for independent information about such a characteristic (for example, the nutritional value of foods or the chemical composition of medication) is available only at prohibitive cost, if at all. 5 2 Between these two extremes lie experience characteristics, about which buyers can obtain independent information only through actual consumption or use of the product. Verification in these cases depends upon the cost of making test purchases: it is easy for a characteristic such as the taste of most food products, but may be difficult for one such as the mechanical reliability of an expensive consumer durable good.
The hypothesis that buyers demand and sellers supply the most reliable information available implies that buyers seek direct information only when it is easily verifiable-that is, only when it relates to either search characteristics or to experience characteristics of inexpensive, frequently purchased goods. Conversely, buyers seek indirect information about credence characteristics and about experience characteristics of costly durable goods. These implications assume, however, that all else remains constant as the characteristic's category changes. They may not hold true once account is taken of the other variable influencing ease of verification: the specificity of the best information that can be conveyed.
The category to which a product characteristic belongs influences ease of verification because it affects buyers' opportunities to obtain independent information: such information is plentiful and inexpensive for search characteristics, scarce and costly for credence characteristics. Ease of verification requires, however, not only that independent information be readily available, but also that it be specific enough to permit reasonably unambiguous confirmation. If independent information about a characteristic is easily available, but at best only vague and unspecific, verification will be difficult and buyers will not demand direct information from sellers. A common example of this is the taste of food products. Buyers can obtain independent information about taste easily and at little cost, but the characteristic cannot be described objectively and particularly enough to permit buyers to confirm the truth of the seller's description. Because of this, buyers seldom seek and sellers seldom supply any direct information about taste; buyers prefer to be informed indirectly: by hearing, for example, that a particular product is popular, which implies that it tastes good. [53:953
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In contrast, a closely related characteristic of food products-their ingredients-is capable of precise description. Direct information as to ingredients is therefore easily verifiable; so buyers wish to know, and sellers rush to tell them, whether the frozen pizza being sold has sausage or pepperoni, the spaghetti sauce has mushrooms, or the candy bar has nuts. b. From characteristics to products. If products typically had only a limited range of characteristics, sellers could easily decide what information to convey: direct information for a cheap product comprising only search and experience characteristics capable of reasonably precise description, and indirect information for a product whose only characteristics were credence characteristics or unspecific experience characteristics. In fact, of course, most products have many different characteristics; typically, therefore, a seller will wish to convey both direct and indirect information. In many cases this presents no problem: the seller can convey direct information by some means other than a trademark, and is then free to choose a distinctive trademark, with a high inherent capacity to convey the indirect information desired. For example, a seller of shampoo conveys direct, verifiable information concerning many search and experience characteristics of its product simply by using the generic term "shampoo"; a seller of candy bars does the same for its product partly by using the generic term "chocolate," and partly by using conventional shapes and packaging. In both cases, the seller can then choose a distinctive mark which, in time, will provide indirect information to buyers about characteristics such as glamor or taste.
The more difficult cases are those in which the mix of desired information is such that the direct component cannot easily be conveyed by generic terms or packaging. Perhaps the product has no generic name (as with many new products, such as the specialized parking services in Park 'N Fly, comprising parking close to an airport and prompt conveyance to and from the airport), or the generic name may be inadequate to convey the desired direct information ("shampoo" does not indicate the presence of any special ingredients, such as "balsam and protein"). Moreover, no other devices (such as shapes or packaging) may be generally understood as signifying the possession of certain characteristics (for instance, that the spaghetti sauce contains veal and mushrooms). In such cases, the seller can inform buyers by stating the characteristics separately from the trademark, 54 or by using instructional advertisements or point-of-sale displays. Such techniques would keep the trademark itself distinctive but are generally unsatisfactory because they reach a smaller number of people, and their repeated use is both more expensive and less memorable than the use of advertisements featuring trademarks. 5 As a result, sellers of certain products must choose between a distinctive mark, with its associated diminution in the volume, specificity, and memorability of the direct information conveyed, and a descriptive mark, which is ill-fitted to attain distinctiveness and effectively transmit indirect information. In making this choice, a rational seller will balance its interests in conveying the two kinds of information, and will adopt a descriptive mark only when the expected gain in its ability to convey direct information exceeds the expected loss in its ability to convey indirect information. This usually will occur only when, in its judgment, direct information is the more relevant to buyers' purchasing decisions: when the characteristics to which direct information relates are more important to these decisions than those to which indirect information relates. Information about the. overall taste of a candy bar, for example, may reasonably be thought more relevant to the decision whether to purchase candy than information relating to its particular ingredients (such as coconut, caramel, or peanuts). In the case of shampoo, on the other hand, information on unusual ingredients may be thought more important to purchasing decisions than whether the shampoo produces a lustrous sheen. This may lead a rational seller to adopt a distinctive mark for the candy bar (with the particular ingredients appearing only in supplementary fine print), and a descriptive one for the shampoo (e.g., "Suave Balsam and Protein").
B. Basis and Significance of the Common Law Distinctiveness Criterion
1. The Prevention of Informational Barriers. The analysis of mark choice presented above makes it possible to identify the nature of a seller's interest in using a descriptive mark, and thus bet-For example, "PETER PAUL milk chocolate and coconut." 5 These are the techniques that the majority of the Supreme Court mentioned as possible substitutes for the use of trade names in Friedman v. Rogers, 440 U.S. 1, 16 (1979) . See also Northam Warren Corp. v. Universal Cosmetic Co., 18 F.2d 774, 775 (7th Cir. 1927) , in which Judge Page, in a lyrical opinion, opined that advertisements containing trademarks are far more memorable than those that do not.
[53:953 ter to understand the common-law rule against exclusive appropriation of such marks. The core of this analysis is that the choice of a mark is influenced by its informational implications. A seller will use a descriptive mark only when it seeks to convey a particular and important kind of information which cannot easily be conveyed by any other means. If there are many sellers of a product, all of whom wish to use a certain descriptive mark, allowing one of them to monopolize that mark would create an informational barrier between buyers and other sellers. The common law distinctiveness criterion embodies a perception that this informational barrier would be substantial and should not be permitted.
This perception is justifiable. It is familiar learning that to compete effectively under conditions of imperfect knowledge, a seller must not only offer a good substitute for its competitors' products, but also tell buyers that it has done so. 5 Failure to convey information about the product is tantamount both to increasing its price, 57 because buyers must pay to obtain this information elsewhere, and to lessening its attractiveness. The seller's resulting competitive disadvantage is directly proportional to the importance that buyers attach to the missing information, and to the difficulty they experience in obtaining it by some other means. A failure to communicate a candy bar's nutritional value, for example, is unlikely to cause a competitive disadvantage because buyers typically do not regard this as important information; in contrast, a failure to inform buyers about the special ingredients of a shampoo may significantly lessen its competitive attractiveness.
Monopolization of descriptive marks would create serious informational barriers by impeding the flow of direct information important to buyers' purchasing decisions. A seller will choose a descriptive mark, which cannot easily be made distinctive, only when it judges that the product characteristics that are most relevant to purchasing decisions are those for which direct, verifiable information is available and demanded: 5 8 only then is it worthwhile choosing a mark with a low capacity for distinctiveness and for transmit- 
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The University of Chicago Law Review ting indirect information. Preventing a seller from conveying the very information that buyers want most would put it at a serious competitive disadvantage as compared to the seller with a monopoly of the descriptive mark. The mark owner would be shielded from competition and thus be able to charge a higher price. 59 Buyers would be less able to identify substitutes for the mark owner's goods, and would therefore purchase more from the mark owner and less from other sellers than if they had been more completely informed. There would not only be private competitive harms to individual sellers and buyers, but also social harm resulting from a misallocation of resources.
2. Possible Counter-Arguments. It may be urged that this analysis overstates the magnitude of the harms resulting from the monopolization of descriptive trademarks, because it ignores the possible ways in which buyers and competitors might surmount the informational barriers created. Arguably, buyers could obtain the desired direct information by inspecting the product before purchase or by making test purchases, and competitors could convey that information in a number of ways, some of which do not involve using the monopolized mark, while others do but in a way that lies outside the monopoly.
There is less to these possibilities, however, than meets the eye. It is true that the products about which buyers seek direct information are often inexpensive and frequently purchased, so that test purchases of them can easily be made. But such purchases would in fact be made only when the expected gain from experimentation exceeded its expected cost. 6 0 In most cases, the expected gain would be low, because of the low price of the products involved; while the expected cost would be high, if the tested product lacked the desired characteristics. Buyers would therefore be unwilling to undertake investigations for (at best) small gains, and would prefer to continue buying the descriptive-mark owner's product.
The possibilities open to competitors would be similary negligible. It may seem that competitors, even if barred from using the monopolized mark, could convey the desired direct information in 59 See Benham, supra note 57, at 344-45, discussing the effect upon the price of eyeglasses of the informational barrier created by restrictions upon advertising. 60 The expected gain is the likely difference in price, discounted by the probability that the inspection or experiment will yield a negative determination. The cost of inspecting or experimenting will be high if the products are located quite far apart: for example, in the case of airport parking, a customer in a hurry will rarely be willing to spend the time necessary to look for alternatives.
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Incontestability and Trademarks many different ways: by using generic terms or conventional shapes and packaging, by using descriptive marks other than the one monopolized, or by using the monopolized mark itself in ways that are sheltered by the doctrine of "fair use." 1 On closer inspection, however, these possibilities turn out to be illusory. As was shown in the analysis of mark choice, if adequate generic terms or conventional indications were available, they would have been used in the first place, along with a distinctive mark. There would then have been no incentive to choose a descriptive mark, with its low capacity for conveying indirect information. Further, it is unlikely that many substitute descriptive (non-generic) marks would exist, for the marks that aptly describe the relevant characteristics would probably be few, 6 2 and some of these would be unusable because of the risk that a court would find them "confusingly similar" to, and thus an infringement of, the monopolized mark. s And finally, while the fair use doctrine permits a competitor to use the monopolized mark itself in certain ways, without fear of an infringement action, these ways do not include its "use as a trademark." 6 ' They do not, therefore, include using the mark as an "attention-getting symbol," 6 5 whether alone or as the most prominent part of a composite containing other elements. 6 6 Competitors would thus be forced to use the mark innocuously, making it impossible for them to convey direct information efficiently to large numbers of buyers.
The private and social harms resulting from the monopolization of descriptive marks would therefore be considerable, for the informational barrier to competitors would be significant and not easily surmountable. It is this possibility that the common law responds to by limiting the acquisition of property rights to marks " Lanham Act, § 33(b)(4), 15 U.S.C. § 1115(b) (4) (1985) .
"2 This is because the range of a mark's natural descriptiveness is limited.
'3 While the owner of a validly monopolized mark has no absolute monopoly of its use, the owner does have a right to prevent others from infringing by using that mark, or any other mark, in a manner likely to produce confusion as to the source of the respective goods. Motorola, Inc. v. Griffiths Elecs., Inc., 317 F.2d 397, 400 (C.C.P.A. 1963) . 981 (1981) , for example, the descriptive mark LARVACIDE was not a prominent part of the defendant's mark, and hence was fairly used.
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The University of Chicago Law Review that always were, or have become, distinctive.1 7 Such marks function in the marketplace to convey indirect information about a particular seller's product, and there is no private or social interest in making them available for use by all.
II. THE IMPACT OF THE LANHAM ACT

A. The Park 'N Fly Decision
The Lanham Act's incontestability provisions significantly alter the common-law distinctiveness criterion. Section 2(e) and (f) of the Act permit registration of a descriptive mark if the Patent and Trademark Office ("PTO") is satisfied that the mark has acquired distinctiveness." 8 But registration by itself has no effect upon substantive rights: the validity of the registrant's claims of distinctiveness, and consequently its right to monopolize the registered mark, continues to be tested by common law standards. 6 9 If a court, applying these standards, finds the mark lacking in distinctiveness, the registrant cannot exclude others from using it. 7 0 When certain conditions have been satisfied, however, the incontestability provisions allow a registrant to obtain an unchallengeable monopoly of a nondistinctive mark. These conditions are routine and mechanical: notably, they neither require nor provide any occasion for any substantive consideration of the question whether the registered mark is distinctive 7 1 or, if not, whether it is desirable '7 See supra note 12 and accompanying text. 68 15 U.S.C. § 1052(e), (f) (1985) . Under these provisions, a mark may be registered upon becoming distinctive, not only when it is merely descriptive of the goods, but also when it is deceptively misdescriptive of them, or primarily geographically descriptive or deceptively misdescriptive of them, or when it is primarily merely a surname. Because the problems raised by these other kinds of marks are closely analogous to those raised by merely descriptive marks, no separate reference is made to them in this article.
'9 Under the Act, registration is not the source of substantive rights: section 1 provides that the "owner of a trademark" may register it, implying that ownership itself is derived from the common law. 15 U.S.C. § 1051 (1985) (emphasis added). The registration constitutes "prima facie evidence" of the registrant's exclusive right to use the mark on the goods or services specified in the registration. But this evidentiary effect "shall not preclude an opposing party from proving any legal or equitable defense or defect which might have been asserted if such mark had not been registered." 15 U.S.C. § 1115(a) (1985) .
70 See, e.g., Flexitized, Inc. v. National Flexitized Corp., 335 F.2d 774, 779-80 (2d Cir. 1964 ), cert. denied, 380 U.S. 913 (1965 .
"1 Notwithstanding the fact that section 2(f) of the Act permits registration of a descriptive mark only upon proof of its distinctiveness, it is possible, as a result of error in the registration process, for such a mark to be registered even though it lacks distinctiveness. Justice Stevens, dissenting in Park N Fly, cited administrative problems in the PTO as one reason why nondistinctive marks might erroneously get on the register. He noted that witnesses testifying before Congress had been overly sanguine about being able to avoid errors. He believed that registration of the Park 'N Fly mark constituted such an error, for it was a [53:953
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to permit it to be monopolized. By so interpreting the incontestability provisions, the Supreme Court in Park 'N Fly put to rest the conventional view that the Lanham Act provides predominantly procedural benefits, without changing substantive rights derived from the common law. 72 This was the view that had made previous courts reluctant to accept the incontestability provisions at face value. 73 Park 'N Fly was an action for service mark infringement by petitioner, an operator of long-term parking lots near airports in Boston, Cleveland, Houston, Memphis, San Francisco, and St. Louis, against respondent, who provided similar parking services only in Portland, Oregon. The petitioner's service mark consisted of the logo of an airplane and the words "Park 'N Fly." It was registered in 1971, and obtained incontestable status under section 15 of the Act almost six years later. The respondent operated under the name "Dollar Park and Fly."
Petitioner sought to enjoin respondent from using the words "Park and Fly" in connection with its business, and respondent counterclaimed, seeking cancellation of petitioner's registration, under section 14(c), on the ground that the registered mark was generic. In addition, respondent raised as defenses that the petitioner had no enforceable rights because its mark was merely descriptive under section 2(e); that, under section 33(b)(5), respondent was in privity with a Seattle corporation which had used the expression "Park and Fly" from a date prior to the registration of petitioner's mark; and that petitioner's mark was not infringed bemerely descriptive mark that was registered without proof of distinctiveness under section 2(f). 105 S. Ct. at 671 n.12 (Stevens, J., dissenting). The Court declined to determine whether the "mark [had been] improperly issued" [sic], because neither the district court nor the court of appeals had made any finding as to this. Id. at 664 n.5.
The mechanical character of the conditions under which incontestable status is obtained are set forth infra notes 94-96 and accompanying text.
72 Apart from the evidentiary advantages, see supra note 69, the procedural benefits include federal jurisdiction, see 15 U.S.C. § 1121 (1985) , and a procedure whereby a registered mark can be recorded with the Treasury Department in order to assist in the prevention of infringing imports, see id. § 1124. The conventional view had its basis in the history of federal trademark legislation and the Supreme Court's reaction to it. See Trade-Mark Cases, 100 U.S. 82 (1879). This history is discussed in 1 J. THOMAS MCCARTHY, supra note 6, § § 5:3-:4, at 135-42. Even before Park 'N Fly, this view had become difficult to justify. for example, it had been established that the constructive notice doctrine, see Lanham Act § 22, 15 U.S.C .  § 1072 (1985) , gave the owner of a registered trademark nationwide rights instead of the territorially restricted rights given by the common law. 
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The University of Chicago Law Review cause there was no likelihood of confusion. The district court held that petitioner's mark was not generic, that a registrant's exclusive right to use an incontestable mark could not be challenged on the ground that it was merely descriptive, that privity with the Seattle corporation was not proved, and that likelihood of confusion was sufficiently demonstrated. Accordingly, petitioner was granted a permanent injunction. 4 The court of appeals reversed on the ground that section 33(b) provided no "offensive" right to enjoin respondent from using a similar mark, so that the exclusivity of petitioner's right could be challenged on the ground of mere descriptiveness.7 5 The Supreme Court reversed and remanded, holding that section 33(b) could be used offensively by a registrant in an infringement action, and that a registrant's exclusive right could not be challenged for mere descriptiveness.76 The Court's decision thus stilled all doubts that the Lanham Act substantively alters the common law distinctiveness criterion. The majority read the legislative history of the Lanham Act 7 " as indicating that Congress acted in full awareness of the implications of the incontestability provisions. 7 8 Although the evidence supporting this reading is ambiguous, 9 it is arguably sufficient to tip the balance against the 74 105 S. Ct. at 661. 75 718 F.2d 327 (9th Cir. 1983 ). 71 105 S. Ct. at 667. On remand, the Ninth Circuit held that the registrant's incontestable exclusive right had in fact been infringed, for respondent's use of the mark "Dollar Park and Fly" was likely to cause confusion. 782 F.2d 1508 , 1509 (9th Cir. 1986 ). For an explanation of infringement, see supra note 63.
7 The legislative history of the Act is extremely extensive. See Carter, The New Trade-Mark Act, 41 TRADEMARK BULLETIN 99 (1951) . A useful summary may be found in DAPHNE ROBERT, THE NEW TRADEMARK MANUAL 228-37 (1947) . 78 The majority opinion noted that arguments against the granting of incontestable status to a merely descriptive mark had been addressed to Congress and rejected by it. It added that it was not persuaded by the dissent's attempt to disagree with the balance struck by Congress, because the Court's responsibility "[was] not to evaluate the wisdom of the legislative determinations reflected in the statute, but instead to construe and apply the provisions that Congress [had] enacted." 105 S. Ct. at 666.
'" The most persuasive aspects of the legislative history involve three events. First, Congress was expressly alerted to the possibility and the dangers of a merely descriptive mark attaining incontestable status. Hearings on H.R. 82, Subcommittee of the Senate Committee on Patents, 78th Cong., 2d Sess. 59-60 (1944) ; Hearings on H.R. 102, Subcommittee on Trademarks of the House Committee on Patents, 77th Cong., 1st Sess. 106-07, 109-10, 175 (1941) . Second, Congress expressly noted the alternative of specifically including descriptiveness among the "defenses or defects" listed in section 33(b), and did not adopt it. Hearings on S. 895, Subcommittee of the Senate Committee on Patents, 77th Cong., 2d Sess., 45, 47 (1942) . Finally, the conference committee agreed to an amendment making genericness an exception to incontestability under section 15, having rejected an amendment that would have prevented any merely descriptive mark from being registered at all
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Incontestability and Trademarks dissenting view: that Congress intended simply to limit the time for asserting rival claims of ownership to a concededly valid trademark, and did not expect that its proposed solution would permit monopolization of something that, at common law, could not have been a valid trademark s 8
B. The Mechanics of the Incontestability Provisions
The manner in which the incontestability provisions cut off challenges to a registered mark's distinctiveness is complex and needs careful explanation. Fundamentally, they do so by imposing a set of three interrelated limitation periods, each of which partially restricts a nonregistrant's ability to engage in certain conduct regarding the mark."' After a certain period of time, section 14(c) restricts the ability to obtain cancellation of the registration; upon satisfying certain additional conditions, sections 15 and 33(b), respectively, limit challenges to the registrant's rights to use the mark and to exclude others from using the mark.
Three limitation periods were necessary, first, because substantive rights to a mark are not derived from registration," and second, because an important objective of the Lanham Act is to provide, in the register, a reliable public record of existing substantive rights. 8 3 Putting a registration beyond challenge would have been odd if the registrant's own use of the mark could still be enjoined, or if others could still resist being enjoined by it, and misleading because it would needlessly have discouraged others from using the mark. A three-pronged approach was therefore essential, but its efficient functioning required that the limitation periods be symmetrical. A mark whose registration is noncancellable should even though it had acquired secondary meaning. H.R. Conf. Rep. No. 2322 , 79th Cong., 2d Sess. 4, 5 (1946 . See Park 'N Fly, 105 S. Ct. at 665. The dissent in Park 'N Fly did not find these aspects of the history to be persuasive, saying that Congress's failure to make descriptiveness one of the "defenses or defects" in section 33(b) resulted only from it having been lulled into the belief-misplaced, as it turned out-that a merely descriptive mark without secondary meaning was unlikely ever to be registered. 105 S. 
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The University of Chicago Law Review also be substantively usable and protectable; conversely, a mark capable of use and protection should not be removable from the register. Unfortunately, this symmetry has not been achieved. 4 1. Noncancellability. The Lanham Act provides two methods 85 by which a registration may be cancelled: by petition in the PTO under section 14,86 and "[i]n any action involving a registered mark," under section 37.87 Neither provision specifies the grounds upon which cancellation may be sought, 8 but since the underlying policy is to remove marks that have mistakenly found their way onto the register, every ground on which registration could originally have been denied is a ground for cancellation. 9 After five years have elapsed since the date of registration, however, section 14(c) narrows the grounds available for cancellation, 9 " principally I See infra notes 105-09 and accompanying text. 85 Apart from the two methods set forth and discussed infra at notes 86-92 and accompanying text, there are also, under sections 8 and 9 of the Act, respectively, provisions for automatic removal from the register after six years and for expiration of the registration after 20 years, unless renewed. 15 U.S.C. § § 1058, 1059 (1985) .
8" The Act provides that "[a] petition to cancel a registration of a mark . . . may... be filed by any person who believes that he is or will be damaged by the registration." 15 U.S.C. § 1064 (1985) . Standing to seek cancellation under this provision is available to anybody who is not merely an intermeddler, and who shows "a personal interest in the outcome beyond that of the general public." Lipton Indus., Inc. v. Ralston Purina Co., 670 F.2d 1024 , 1028 -29 (C.C.P.A. 1982 .
8" In relevant part, section 37 of the Act reads as follows:
In any action involving a registered mark the court may determine the right to registration, order the cancellation of registrations, in whole or in part, restore canceled registrations, and otherwise rectify the register with respect to the registrations of any party to the action. 15 U.S.C. § 1119 (1985) . Cancellation under this section may be sought only "[i]n [an] action involving a registered mark." This has been interpreted as meaning that the court's jurisdiction must rest on some basis other than the cancellation claim itself. See Universal Sewing Mach. Co. v. Standard Sewing Equip. Corp., 185 F. Supp. 257, 260 (S.D.N.Y. 1960) . A cancellation counterclaim may therefore be made by the defendant in an infringement action. See Jack Daniel Distillery, L.M.P., Inc. v. Hoffman Distilling Co., 298 F.2d 606, 607 (6th Cir.), cert. denied, 370 U.S. 939 (1962) .
a8 The Act does not specify the grounds upon which cancellation may be sought under section 14 within the first five years of the registration, 15 U.S.C. § 1064(a) (1985) . This omission has, however, been supplied by "administrative and judicial interpretation." See 1 J. THOMAS McCARTHY, supra note 6, § 20:14, at 1053-54. Section 37, which contains no specific time limit, is similarly silent as to cancellation claims made at any time, but it may be the implication of the majority opinion in Park 'N Fly that such claims should be based on the same grounds as those under section 14(a). See infra note 90.
89 See International Order of Job's Daughters v. Lindeburg & Co., 727 F.2d 1087 , 1091 (Fed. Cir. 1984 . The principal grounds among these are the statutory bars to registration in section 2 of the Act. See 15 U.S.C. § 1052 (1985) . In addition, cancellation can also be sought, within the first five years, on the grounds available "at any time" under the Act. See infra note 90.
so The grounds upon which cancellation may be sought "at any time" are specified in section 14(c), (d), and (e) of the Act, of which the last two sections apply only to registra-by excluding the most important ones, priority and nondistinctiveness. 9 1 Persistent attempts to reintroduce these as grounds of cancellation have, on the whole, been unsuccessful. 92 Challenges to the registration by a prior user of the registered mark, or by a user claiming that the mark is nondistinctive, are therefore impossible once the registration is five years old.
2. Incontestability. For the purpose of dealing with challenges to the registrant's substantive rights in relation to the registered mark, the Act distinguishes between the right to use the mark and the right to exclude others from using it. Section 159' provides that a registrant's right to use the mark in commerce, on certain goods or services, becomes incontestable if three criteria are met. The mark must have been "in continuous use" 9 on or in tions under previous statutes and to certification marks, respectively, and are of no further concern here. Section 14(c) provides that cancellation may be sought:
at any time if the registered mark becomes the common descriptive name of an article or substance, or has been abandoned, or its registration was obtained fraudulently or contrary to the provisions of section 1054 of this title or of subsections (a), (b), or (c) of section 1052 of this title for a registration hereunder, or contrary to similar prohibitory provisions of said prior Acts for a registration thereunder, or if the registered mark is being used by, or with the permission of, the registrant so as to misrepresent the source of the goods or services in connection with which the mark is used .... 15 U.S.C. § 1054(c) (1985). It will be seen that the principal grounds that are not available "at any time" are the statutory bars to registration in section 2(d) and (e), though there are others, such as failure to have used the mark in commerce prior to registration. Note that functionality of the mark, unlike its generic character, is not one of the grounds specifically mentioned.
Until Park 'N Fly, it was uncertain whether the grounds for a cancellation claim under section 37 were narrowed similarly after five years. The dissent argued that all grounds should remain available, so as to enable courts always to review PTO actions and to correct its errors in granting registrations. 105 S. Ct. at 671 n.12 (Stevens, J., dissenting); see also supra note 71. But the majority disagreed, insisting that the wide language of section 37 had to be made subject to the specific provisions of section 14(c). 105 S. Ct. at 666. 91 See 1 J. THOMAS McCARTHY, supra note 6, § 20:14, at 1054.
92
For example, an attempt has been made to use section 2(a) ("falsely [to] suggest a connection with persons") in order to evade the unavailability of prior use under section 2(d) as a ground for cancellation. See Morehouse Mfg. Corp. v. J . Strickland & Co., 407 F.2d  882, 888-89 (C.C.P.A. 1969) ; Popular Merchandise Co. v. "21" Clubs, Inc., 343 F.2d 1011,  1015 (C.C.P.A. 1965) . This has been foiled by requiring the would-be canceller to prove not only a likelihood of confusion, but also an intent, on the registrant's part, to take a free ride on the prior user's goodwill. § 1065 (1985) . ,1 This "continuous use" is probably the same as the "continuing" use required under section 15 of the Act in order to establish an exception to the incontestable right to use, which is discussed infra note 98 and accompanying text. Such "continuing" use has been held to mean use without any significant interruption, rejecting the argument that it is the same as an absence of abandonment. See Casual Corner Assocs., Inc. v. Casual Stores of Nevada, Inc., 493 F.2d 709, 712 (9th Cir. 1974) . But see Cuban Cigar Brands N.V. v.
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[53:953 connection with those goods or services for five consecutive years after registration, 9 5 it must still be in such use, and the registrant must have filed the required affidavit. 9 No incontestable right to use arises if the registration is cancellable, 9 7 or to the extent that the registrant's use would infringe another person's valid common law rights, acquired as a result of the latter's continuing use of a mark since before the registration of the registered mark. 98 This "defensive" aspect of incontestability gives the registrant, subject to the two limitations mentioned, a shield to resist any attempt to enjoin its continued use of the registered mark, but does not protect its right to exclude others from using that mark. This latter right is rendered unchallengeable by the "offensive" aspect of incontestability contained in section 33(b), 9 9 which comes into operation only when an incontestable right to use the registered mark has arisen under section 15. When this occurs, section 33(b) provides that "the registration shall be conclusive evi-Upmann Int'l, Inc., 457 F. Supp. 1090, 1100-01 (S.D.N.Y. 1978) . The same meaning probably applies also to "continuously used" in section 33(b)(5). See 15 U.S.C. § 1115(b)(5) (1985). 95 Any five consecutive years after the registration will suffice, not necessarily the first five. The incontestable right to use, therefore, may arise for the first time more than five years after the date of the registration; contrast this with non-cancellability under section 14(c) of the Act, which must arise as soon as the mark has been on the register for five years . See 15 U.S.C.  § 1064(c) (1985) . " The affidavit must set forth the goods or services stated in the registration on or in connection with which the mark has been in the requisite continuous use, that the registrant's claim to ownership of the mark and its right to register it or keep it on the register have not been the subject of any final adverse decision, and that there is no pending proceeding involving these rights. 15 U.S.C. § 1065(3) (1985) . Note that there is no procedure for the PTO to verify the truth of the statements made in a § 15 affidavit, nor for its publication, nor for any opposition to it. See supra note 71. The affidavit requirement means that the incontestability of the right to use, unlike noncancellability of the registration, does not arise automatically upon the expiration of a defined period of time.
' For the grounds of cancellation available after registration for five years, see supra note 90. No incontestable right to use can thus be acquired in a mark that falls within the statutory bars to registration contained in section 2(a), (b), and (c) of the Act. See 15 U.S.C. § 1052(a), (b), and (c) (1985) . This does not mean, of course, that the registrant's continuing use of the mark can necessarily be enjoined: it merely makes that right contestable.
"8 The "pre-registration use" required by this exception to incontestability may have commenced earlier than the registrant's use, making the pre-registration user the senior user. Or it may have commenced after the registrants use but before the registrant's registration, making the pre-registration user an "intermediate junior user," in Professor McCarthy's terminology. See 2 J. THOMAS McCARTHY, supra note 6, § 26:18, at 323. Although this exception to incontestability appears to apply to both situations, in fact the latter situation, involving an intermediate junior user, is governed by the more specific language of section 33(b)(5) of the Act. See 15 U.S.C. § 1115(b)(5) (1985) ; see also Travelodge Corp. v. Siragusa, 228 F. Supp., 238, 242 (N.D. Ala.), aff'd per curiam, 352 F.2d 516 (5th Cir. 1966 ). 9-15 U.S.C .  § 1115(b) (1985) .
dence' 0 0 of the registrant's exclusive right to use the registered mark in commerce" 10 1 in connection with the goods or services specified in the section 15 affidavit, unless one of a number of listed "defenses or defects" is established. 02 If no such defense or defect is provable, a defendant in an infringement suit brought by the registrant is precluded from defending on the ground that the registrant lacks the right to exclude all others from using the mark in commerce in connection with the specified goods or services, although other defenses remain open. 103
The Incontestability Provisions in Operation.
The way incontestability operates can best be seen from the point of view of a nonregistrant wishing to challenge both the registration and the substantive rights of a registrant after the mark has been registered for five years, has been "in continuous use" in commerce in connection with certain goods or services, and the appropriate affidavit has been filed. The change from the common law becomes apparent when one considers the prospects of a challenge based upon the alleged descriptiveness of the mark. Such a challenge will fail on all counts. The challenger cannot cancel the registration, for mere descriptiveness (unlike genericness) is not a ground for cancellation "at any time" under section 14(c).
The challenger cannot enjoin the registrant's use of the mark under section 15, for neither the challenger nor anyone else can have a common law right in a nondistinctive mark that would be infringed by the registrant's continued use of the mark. Finally, since the registrant has an incontestable right to use the mark, and mere descriptiveness is not one of the "defenses or defects" listed in section 33(b), the challenger cannot attack the registrant's right to exclude all others from using the mark. The registrant's rights to keep the mark on the register, and to use and protect it despite its descriptiveness, are therefore impervious to attack.
Quite different results follow, however, if the challenge is based on prior use of the registered mark. The registration will not be cancellable here either, but the registrant's right to use the mark will be contestable to the extent that such use would infringe the challenger's valid common law rights derived from the latter's conclusion. Abercrombie & Fitch Co. v. Hunting World Inc., 537 F.2d 4, 12 (2d Cir. 1976 ). The Union Carbide rationale was followed in United States Jaycees v. Philadelphia Jaycees, 639 F.2d 134, 137 (3d Cir. 1981) , and in Soweco, Inc. v. Shell Oil Co., 617 F.2d 1178, 1185 (5th Cir. 1980), cert. denied, 450 U.S. 981 (1981) .
The Supreme Court granted certiorari in Park 'N Fly, 465 U.S. 1078 (1984) , to resolve this direct conflict between the Seventh and Ninth Circuits. The majority in Park 'N Fly asserted that "[o]ne searches the language of the Lanham Act in vain to find any support for the offensive/defensive distinction," 105 S. Ct. at 662, and endorsed the validity of an offensive use of section 33(b), id. at 663. Strictly speaking, it is false to say that the Lanham Act contains no distinction between offensive and defensive use, for the distinction relating to incontestability between sections 33(b) and 15 is precisely such a distinction. Section 33(b) is intended for offensive use by the registrant, and section 15 for defensive use. Earlier cases had sought to impose such a distinction upon section 33(b) itself, thus disabling the registrant from using it offensively.
104 Cancellation of a registration can always be sought on the ground of genericness-i.e., on the ground that the registered mark has become the "common descriptive name of an article or substance." See supra note 90. Genericness also prevents the acquisition of incontestability. See infra note 114 and accompanying text.
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"pre-registration use" of the mark. 1 " 5 The challenger can therefore enjoin the registrant's use of the mark: in a particular area, if its common law right is geographically limited, 10 6 or anywhere, if its right is nationwide. 10 7 Since the registrant's right to use will have failed to become incontestable, its right to exclude others also remains challengeable under section 33(b).
The registrant faced with a prior user can thus preserve its registration, but its substantive rights to use and protect the mark are open to challenge. A successful challenge may preclude it from using the registered mark, exclusively or concurrently with the prior user, in a defined area or nationwide. 108 Thus, the common law principle that priority of use determines ownership' 0 9 of a mark is unaffected by incontestability. This difference in results illustrates the limitations of the incontestability provisions.
C. Softening the Impact of Incontestability
The Lanham Act's impact upon a nonregistrant wishing to use a descriptive mark that is registered and has attained incontestable status may be less drastic than indicated above if the incontestability provisions are counterbalanced by other provisions of the Act. One possible source of balance is in the Act's defenses, many of which are available notwithstanding incontestability.
It can be argued that the registrant's monopoly of the descriptive mark does not really enable it to prevent others from using this competitively valuable mark, since other users normally can escape liability on the basis of one of these defenses. Assessment of this argument requires a clear understanding of the nature of the 105 See supra note 98 and accompanying text. lo6 See D. ROBERT, supra note 77, at 141-42. This effect of the exception has been widely accepted. See Armand's Subway, Inc. v. Doctor's Assocs., Inc., 604 F.2d 849, 850 (4th Cir. 1979); Wrist-Rocket Mfg. Co. v. Saunders Archery Co., 578 F.2d 727, 730 (8th Cir. 1978); Value House v. Phillips Mercantile Co., 523 F.2d 424, 430-31 (10th Cir. 1975); Burger King of Florida, Inc. v. Hoots, 403 F.2d 904, 907 (7th Cir. 1968) .
107 See Cuban Cigar Brands N.V. v. Upmann Int'l, Inc., 457 F. Supp. 1090 , 1100 (S.D.N.Y. 1978 .
log If this happens, the register ceases to provide an accurate record of existing substantive rights. See supra notes 83-84 and accompanying text.
1o "The cases are legion to the effect that for inherently distinctive marks, ownership is governed by priority of use." 1 J. THOMAS MCCARTHY, supra note 6, § 16:2, at 721. For marks that are not inherently distinctive, but have become distinctive, ownership depends upon the party that first made the mark distinctive of itself. See National Color Laboratories, Inc. v. Philip's Foto Co., 273 F. Supp. 1002 , 1003 (S.D.N.Y. 1967 . This is the logical test, but courts have in fact required the first person to commence use to prove that the mark had already become distinctive of it at the time that the later use commenced. See Scott Paper Co. v. Scott's Liquid Gold, Inc., 589 F.2d 1225, 1231 (3d Cir. 1978).
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The University of Chicago Law Review defenses, the most important of which are found in section 33(b)'s "laundry list." 11 Each of these is an exception to the incontestability of the registrant's exclusive right to use the mark."' Additional exceptions-or, more accurately, grounds preventing incontestability from arising at all-have their source in sections 15 and 14(c). Incontestability of the registrant's exclusive right to use the mark arises only when its right to use the mark has become incontestable under section 15.112 This does not occur if a ground exists for cancelling the registration "at any time" under section 14(c), or with respect to anyone whose common law rights from preregistration use of some mark or trade name would be infringed by use of the registered mark. 1 3 The two sets of exceptions overlap in part, but a few of them-genericness of the registered mark, 4 prior use of it or of a confusingly similar mark, 15 and the presence of prohibited matter in the mark"1 6 -expand a defendant's ability to contest the registrant's exclusive right.
An exception to incontestability may or may not be a defense on the merits to an infringement action. Whether this is so is irrelevant to a defendant charged with infringing an incontestable descriptive mark, for proof of an exception renders the exclusivity of the registrant's right to use the mark contestable; the defendant can then contest it on the basis of the mark's lack of distinctiveness." 1 7 The extent to which these exceptions undercut the incontestability provisions, therefore, depends upon the likelihood that the defendant can establish any of them. This probability is low, since the mark's descriptiveness is inconsistent with some excep-"0 The phrase comes from Justice Stevens. Park 'N Fly, 105 S. Ct. at 674 (Stevens, J., dissenting).
2 See infra note 117 and accompanying text. 12 See supra notes 93-103 and accompanying text.
,:
See supra notes 97-98 and accompanying text.
1' This is not an exception under section 33(b) of the Act, but becomes one by virtue of being an available ground for cancellation under section 14(c), as well as being specifically mentioned in section 15(4). See supra notes 90, 98, 104.
115 Section 15 of the Lanham Act makes pre-registration use with common law rights an exception, and thus adds to section 33(b)(5) to the extent that it applies also to the case of prior use; section 33(b)(5) applies only to an intermediate junior user. See supra note 98.
Ie Lanham Act, § 2(a), (b), (c), 15 U.S.C. § 1052(a), (b), (c) (1985) . They become exceptions by virtue of being grounds for cancellation under section 14(c).
"1 This is a "plain language" interpretation of the "defenses or defects" of section 33(b): the section provides that "the registration shall be conclusive evidence .. . except when one of the following defenses or defects is established." 15 U.S.C. § 1115(b) (1985) (emphasis added). But it has strong support in the legislative history of the Act. See 92 CONG. REc. 7524 (June 25, 1946) Carl Zeiss, Jena, 298 F. Supp. 1309 , 1315 (S.D.N.Y. 1969 . It was also endorsed by the majority in Park 'N Fly. 105 S. Ct. at 664 n.6.
[53:953 tions"is and irrelevant to others.' 19 The only two exceptions that might plausibly be established precisely because of the mark's descriptiveness are abandonment and fair use: abandonment, because in its "unintentional" aspect1 20 it occurs when a course of conduct has caused the mark to lose its distinctiveness; and fair use,' 2 1 because the very thing this exception contemplates is a particular method of using a descriptive mark.
Despite their superficial plausibility, it is unlikely that the defendant will be able to establish either exception. Unintentional abandonment requires not merely the absence of distinctiveness but its loss: moreover, a loss brought about by the registrant's conduct. 2 2 Typically, it occurs in cases involving uncontrolled licensing, failure to act against infringers, assignment of a mark without goodwill, or failure to police the use of a mark resulting in its becoming generic. 12 It does not occur where the registered mark has always been nondistinctive and the registrant's conduct cannot be impugned. 24 It is equally unlikely that the defendant will be able to prove fair use, at least if the descriptive mark is being used as a trademark, so as to convey its direct information to as many buyers as cheaply as possible. Since fair use means use other than as an "attention-getting symbol," the protection it offers competitors comes at the high price of their eschewing the most competitively valuable uses of the mark. 25 In sum, the statutory exceptions to incontestability do little to 11s The defendant is unlikely to be an earlier registrant of the registered mark, see § 1052(a), (b), (c) (1985) , are probably also irrelevant: the registered mark may, of course, comprise prohibited matter, but the probability that it may do so is unaffected by its descriptiveness. 0 "Unintentional abandonment" contrasts with "intentional abandonment": the latter occurs when use of the mark has been discontinued with intent not to resume it, and the former when the registrant's conduct causes the mark to lose its significance as an indication of origin. See Lanham Act, § 45(a), (b), 15 U.S.C. § 1127(a), (b) (1985) (defining "abandoned").
" Lanham Act,  § 33(b)(4) 
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mitigate the effects of the incontestability provisions upon sellers who wish to use descriptive marks that are registered. They provide no reason to suppose that the private and social harms of permitting the monopolization of such marks will be insignificant.
III. THE EVALUATION OF INCONTESTABILITY
In the preceding sections, it has been shown that monopolization of descriptive marks by particular sellers would seriously disadvantage their competitors by creating formidable informational barriers between the competitors and their potential customers. The common law's distinctiveness requirement for property rights in a trademark reflects this fact. The withdrawal of descriptive marks from the public domain, through incontestability or otherwise, can therefore be justified only by demonstrating some compelling countervailing interest. With this in mind, it is now possible to evaluate possible justifications incontestability provisions of the Lanham Act's distinctiveness criterion.
A. Incontestability and Adverse Possession
The usual justification for incontestability is that it is necessary to quiet the registrant's title to the mark. 2 2 This suggests that the considerations supporting incontestability are analogous to those permitting acquisition of title to real property by some period of adverse possession. This suggestion deserves serious attention, but has so far received little: no systematic attempt has yet been made to determine whether the policies underlying adverse possession also apply to trademarks. 2 7 Careful examination suggests that incontestability cannot be rationalized on this basis.
Two justifications are commonly offered for granting title to land by adverse possession. The first, or "evidentiary," rationale asserts that evidence decays over time, making it impossible to judge accurately between competing claims. 128 The second, or "holdout," rationale maintains that the true owner may lie in wait until the adverse possessor has increased the property's value by 220, 223 (1949) ; see also Park 'N Fly, 105 S. Ct. at 664 (noting the references to this justification in the Act's legislative history).
17 These policies have recently, and comprehensively, been surveyed by Merrill, Property Rules, Liability Rules, and Adverse Possession, 79 Nw. U.L. REv. 1122 (1985) . Among the more valuable of the earlier accounts is CHARLES CALLAHAN, ADVERSE POSSESSION 79-111 (1961) .
128 Merrill, supra note 127, at 1128. sinking substantial resources into it, then hold out for settlement at a price that includes a substantial rent component. 1 2 9 Both rationales are rooted in a concern for fairness to the adverse possessor. It would be unfair to expose the adverse possessor to challenges to his rights resolvable only on the basis of unsatisfactory evidence of events long past. It would also be unfair to expose him to ambushes by the true owner, whose late emergence is probably attributable only to his desire to share in the additional value resulting from the adverse possessor's activities on the property. 3s Each of these rationales for adverse possession also, however, reflects considerations of social utility. Foreclosing all challenges to the adverse possessor's rights in land after a certain period of time advances society's interest in promoting transactions in that land by reducing uncertainty over its title, which in turn reduces information and transaction costs. According to the evidentiary rationale, this results from the fact that true owners are required to assert their proprietary claims promptly, before evidence grows stale; and according to the holdout rationale, from the removal of old claims that would otherwise constitute clogs upon the title, and might have to be bought out at opportunistic prices, thus reducing the value of the property.' 3 1 129 Professor Merrill treats this argument as merely one part of a wider justification for adverse possession, which he calls the "quieting title" rationale. According to this rationale, it is desirable to cut off old claims even when they are valid and discoverable, because to allow them to persist would require expending resources to discover them or insure against them, and would give their owners the opportunity to behave exploitatively. Id. at 1129. In the present article, attention is focused upon the latter of these two aspects, because it is the one that has most frequently been connected with incontestability. See infra note 133. 130 Professor Merrill regards the evidentiary, though not (it seems) the quieting title, rationale as being based upon fairness concerns. See Merrill, supra note 127, at 1128-30. 131 Id. Professor Merrill also discusses two other arguments for adverse possession, based (respectively) upon the ideas that the true owner has slept on his rights and that the adverse possessor has built up expectations and he has continued to possess the land. Like the other rationales, each of these arguments has an individual as well as a social dimension. Individually, the sleeping-on-rights argument asserts that it would be unfair to allow the passive true owner to keep the title to the land as against the active adverse possessor, and the reliance argument asserts that it would be unfair to frustrate the adverse possessor's expectations, particularly because he is likely to have become emotionally attached to the land. Socially, both arguments rest upon the desirability of promoting market transactions in land. The penalization of those who are wholly inactive, in the sense required by the law, promotes such transactions because it encourages landowners to make themselves visible to potential transactors, thus reducing the cost of transacting. See infra note 150 and accompanying text. The protection of the adverse possessor's reliance, particularly when it has taken the form of investment in the land, promotes transactions by discouraging rent-seeking behavior and ensuring that the transaction takes place at market, rather than opportunistic, prices. See Merrill, supra note 127, at 1130-31.
Neither of these arguments is considered in the text, because their several bases are Both of the evidentiary and holdout rationales, in their individual as well as social dimensions, apply forcefully to challenges to the registrant's title to the mark. Such challenges require the identification of the first user of the mark, or of the first to make the mark distinctive. 132 These determinations become increasingly difficult with the passage of time, as the quality of the available evidence deteriorates. There is a real risk that a prior user may lie in wait until the registrant has invested so much in his enterprise that he becomes vulnerable to exploitation. 1 33 It is clearly desirable from society's standpoint that such claims be asserted promptly or be foreclosed, so as to obviate expensive investigations into their merits and even more expensive measures to buy them out. Individual fairness would be advanced, and market transactions in the registered mark would be facilitated, if incontestability were clearly to cut off, after the expiration of a certain period of time, the possibility of making title challenges to the registrant's property rights in the mark.
Ironically, however, this is precisely the kind of challenge that Lanham Act incontestability does not eliminate. A prior user remains able, in some circumstances, to assert the existence of a superior right despite the mark's attainment of incontestable status. 34 Incontestability only eliminates challenges to validity, where the registrant's property right is attacked on the ground that the mark lacks distinctiveness and is therefore incapable of either irrelevant to incontestability or subsumed under the evidentiary or holdout rationales. The unfairness of allowing the passive true owner to prevail, which is debatable even in the case of land, is barely arguable in connection with descriptive symbols that have not become distinctive, for the true owner in their case is the public in general, whose passivity consists merely in a failure to oppose the registration or seek its cancellation at a time when no individual member of the public had the incentive to take those actions. See infra note 148 and accompanying text. Such a failure hardly merits treatment as culpable neglect, punishable by forfeiture of the common right and withdrawal of the mark from the public domain. Similarly, and despite appearances to the contrary, it is not necessarily unfair to frustrate the expectations of the registrant of such a mark. These expectations are unilateral ones, to which the public has not contributed by any default on its part, and arguably they should not be allowed, in the absence of any other reasons, to alter the established pattern of entitlements. See Merrill, supra note 127, at 1132; see also infra notes 146-47 and accompanying text. The social dimension of the two arguments is the same as that of the evidentiary and holdout rationales, and is criticized infra at text accompanying note 137.
, See supra note 109. 133 The legislative history of the Lanham Act shows that there was much concern in Congress about such "ambushes" and a strong desire to eliminate them. See, e.g., Hearings on H.R. 4744 Before the Subcomm. on Trademarks of the House Comm. on Patents, 76th Cong., 1st Sess. 106-07 (1939) (statement of Edward S. Rogers).
'" See supra notes 105-07 and accompanying text.
Incontestability and Trademarks being monopolized. 1 3 5 Yet neither rationale for adverse possession has much (if any) relevance in this context. This is particularly clear when the two rationales are considered in their individual aspects. No unfairness to the registrant results from his continuing exposure to challenges to the mark's validity. Such challenges are based upon offers to prove that the mark is currently nondistinctive; therefore, there is no risk that the registrant will lose his rights because evidence of past events is unavailable or misinterpreted. Furthermore, challenges to a descriptive mark's validity will seldom come as a complete surprise to its registrant; and because such challenges will usually be made by one who wishes to use the mark himself, there should be little danger that the challenger will offer to be bought out at an extortionate price. The elimination of validity challenges cannot, therefore, be justified in the name of individual fairness. 136 The matter becomes more complex, however, when considered from the standpoint of social utility. It is undoubtedly arguable that eliminating validity challenges reduces the costs that potential assignees or licensees might otherwise incur in investigating distinctiveness, and thereby facilitates market transactions in the registered mark. 13 7 But that argument does not support eliminating such challenges, for the increased marketability of a descriptive mark is not necessarily a socially beneficial objective. The common law places such marks in the public domain, and views it as neither necessary nor desirable to permit private property rights in them. Consequently, it is uninterested in claims that a particular measure or policy ought to be supported because it would make these rights, if created, freely transferable and attractive in the marketplace. Incontestability reverses the common-law rule. This result may indeed be a good one, but if this is to be demonstrated, and not merely assumed, it is necessary first to justify the creation of property rights in descriptive marks: it is not sufficient simply to note that incontestability leads to a result that would be desirable, if creating such rights were justified. Such justification, if it exists, must be sought in theories concerning the fundamental bases of property rights, rather than in approaches based upon analogies to statutes of limitation, which address only the desirability of shifting an extant property right from one person to another.
13 See supra note 104 and accompanying text.
136 See supra note 131 for discussion of the fairness concerns underlying the sleepingon-rights and reliance rationales.
137 See supra text accompanying note 131 for such arguments in relation to land.
